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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
7/14/2010 has been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 26 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 26, recites, "wherein the front surface has a bevel angle between 5 and 10 
degrees. However, the specification as originally filed cites that in the embodiment of 
Figs. 2 and 3, a bevel angle is preferably selected of up to 5 degrees. Additionally, the 
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specification refers to the embodiments of Figures 5 to 8, citing that the bevel angle is 
preferably up to 10 degrees (see page 17, third paragraph). No where in the 
specification is the intermediate range of 5 to 10 degrees disclosed? It does not appear 
that applicant had possession of the range of 5 to 1 0 degrees as originally filed. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 -3, 5, 7-9, 1 1 -1 2, 1 4-1 5, 1 7-20, 24-25 and 27 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Wales (U.S. Patent 2,168,377) in view of 
Taylor (U.S. Patent 2,760,574) and in further view of Vlahek (U.S. Patent 4,428,262), 
Hugo (U.S. Patent 4,246,815) and Blais (U.S. Patent 3,465,634). Wales discloses a 
stripping device (Figure 1/7) for use with a cutting tool (ram, 21 and punching unit 34- 
36,) with a cutting element (punch tip 34,36/ square bit 65) for machining a workpiece 
(punch a hole), the stripping device comprising: at least one fastening piece (i.e. screw 
37) for fastening the stripping device to the cutting tool; a spring elastic element (spring 
41) which is arranged outside of the workpiece contact region and around the cutting 
element (punch tip 34, 36/ square bit 56); a stripping element (punch guide/stripper 40,) 
which surrounds the cutting element (punch tip 36) and has a front surface which comes 
into contact with the workpiece (i.e. see Figure 2), and at least one guide element 
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(punch holder, 94) having an outer surface with a circular cross-section (at several 
locations), where the guide element comprises a hole or opening (not numbered 
containing the stripper 40) with a cross-section substantially similar to the cross-section 
of the stripping element. 

Wales does not disclose wherein the stripping element has a non-circular cross- 
section and the guide element has a cross-section corresponding in shape with the non- 
circular cross section of the stripping element, the entire surface of the hole being 
formed by a single homogeneous piece of material, wherein the guide element is 
configured to guide the stripping element and independently prevent the stripping 
element from rotation. Wales does disclose that the stripping element is prevented from 
rotating by the guide element by the use of a slot 96, and screw 73 engagement (col. 5, 
lines 45-56) but not by the two elements having a non-circular cross section. However, 
attention is further directed to the Taylor cutting tool and stripping device. Taylor 
discloses, as similarly shown by Wales, the use of a set screw (pin, 30) and a vertical 
slot (31 ) prevent the stripper (26) from rotating in the hole (25) formed by the guide 
element. However, Taylor also discloses alternatively providing the stripper with a 
shape that prohibits turning of the stripper in the hole, especially during reciprocating 
movements of the stripper without the use of the pin and slot (see col. 3, lines 4-1 9). 
Taylor discloses that preventing rotation of the stripper benefits the punching stroke in 
eliminating binding in the tool and assures that parts are accurately aligned and oriented 
with respect to cooperating parts, especially if the punch is to be substituted for one with 
a noncylindrical cross-section. It would have been obvious to one having ordinary skill 
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in the art to have similarly incorporated a non-circular stripping element in the Wales 
device as taught by Taylor as an additional means or as a replacement means to the 
non- rotational slot 174 and screw 73 combination, as an alternative means of 
preventing the rotating of the Wales stripping element thereby preventing any resulting 
tool binding and assuring proper tool alignment between cooperating parts. 

Therefore, the modified device of Wales discloses wherein the stripping element 
(65/ Taylor 27) has a non-circular cross-section and the guide element (94/ Taylor 22) 
has a cross-section corresponding in shape with the non-circular cross section of the 
stripping element, the entire surface of the hole being formed by a single homogeneous 
piece of material, wherein the guide element is configured to guide the stripping element 
and independently prevent the stripping element from rotation. 

Wales also does not disclose wherein the front surface of the stripping element is 
beveled. However, beveling an edge of a surface is well known in the art for breaking 
the sharp edge as a safety measure. Furthermore, attention also further directed to the 
Vlahek, Hugo and Blais references which also disclose punching machines that utilize a 
stripping element. Vlahek discloses providing the stripping element (12) with "a slightly 
convex and beveled outer periphery" as shown in Figure 2. Hugo also discloses that 
the striking surface of the stripping element (insert 50) is also "beveled in a conical 
locus". Furthermore, Blais also teaches providing a beveled face (25) on the stripping 
device (cylinder 21 ). Blais also discloses that "the particular shape of this die face 25 is 
not highly critical although the applicant has found that an angular arrangement with 
respect to the axis of the cylinder of approximately 40 degrees is highly efficient and 
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provides proper cutting. It should be obvious that this particular plunger face 25 could 
be of many different shapes depending upon the particular opening being cut into the 
material M..." Therefore, as evidenced by Vlahek, Hugo and Blais, it is well established 
in the prior art to form the striking surface or front surface of the stripping element with a 
beveled or conical edge to aid in the cutting action between the punch and die and 
would have been obvious to have similarly modified the Wales stripper to also possess 
a beveled edge as an application of a known improvement to a known device for a 
predicable result and as taught by Blais to not be a highly critical aspect of the 
invention. 

In regards to claim 2, the modified device of Wales discloses where the stripping 
element (65/ Taylor 27) has a cross-sectional shape with no rotational symmetry (Taylor 
Fig. 4). 

In regards to claim 3, the modified device of Wales discloses wherein the hole 
(not numbered containing the stripper 65/ Taylor vertical bore 25) has an elongated or 
polygonal shape (Taylor Fig. 4). 

In regards to claim 5, the modified device of Wales discloses wherein the guide 
element (punch holder 94/ Taylor 22) comprises at least one guide sleeve (cylindrical 
portion of 94) arranged outside the stripping element (65), at least partially surrounding 
the stripping element in a guiding manner. 

In regards to claim 7, the modified device of Wales discloses at least one guide 
surface (the noncircular mating surface) between the stripping element (65) and the 
guide element (94) with a length which provides for tilt free guidance in the same 



Application/Control Number: 10/522,078 Page 7 

Art Unit: 3724 

structural relationship as shown by applicant. As applicant has provided no additional 
structural relationship to meet the limitations of tilt-free guidance, it is considered that 
Wales anticipates this claim. The limitations of "can be selected as a function of the 
forces acting on the stripping device" do not impart any structural component to the 
length and are also a conditional phrase, which are not positively recited 

In regards to claim 8, the modified device of Wales discloses wherein the 
stripping element (65/ Taylor 27) has an essentially straight (around the tip 36) and 
protruding section (64/Fig 7), and wherein the stripping device comprises guide 
surfaces on the straight and protruding sections of the stripping element (the outer 
surface of the stripping element and inner surface of the guide correspond to allow 
relative movement between the two). 

In regards to claim 9, the modified device of Wales discloses wherein the 
stripping element (65/ Taylor 27) has at least one guide surface on its inside facing the 
fitted cutting element (66) and the stripping element (65) and the spring elastic element 
(41) are orientated, surrounding the cutting element (66), in such a manner that they 
can be loaded in a manner essentially free from torque (see Taylor Figs. 1/4). The 
stripping element and spring are loaded linearly without twisting such as would be in a 
torque inducing threading action. 

In regards to claim 1 1 , the modified device of Wales discloses wherein the 
fastening piece (screw 60) and the guide element (94/ Taylor 22) are formed as 
elements which can be joined together (see Figure 5). 
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In regards to claim 12, the modified device of Wales discloses wherein the spring 
elastic element (41) is arranged between the guide element (94) and the cutting tool 
(66) within the guide element (94). 

In regards to claim 14, the modified device of Wales discloses wherein the 
stripping element (65/ Taylor 27) has a front surface (bottom facing surface) 
corresponding to (engages) the workpiece. 

In regards to claim 15, the modified device of Wales discloses that the spring 
elastic element (stripper/ejector spring 41) is of a spring-elastic, restoring or flexible 
material. Although Wales does not specifically state what material the spring is made 
of, inherently a spring is made of an elastic or flexible material, or it wouldn't be a spring. 

In regards to claim 17, the type of forces have no bearing on the structure 
claimed and do not distinguish over the structure of the prior art and the guide surface 
length is capable of being replaced with another guide of varying lengths according to a 
variety of motivating factors including shearing and lateral forces. 
In regards to claim 18, Wales discloses wherein the guide surface (square 
circumference of 65 ; Figure 1 0)) faces a stem (66) of the fitted cutting element. 

In regards to claim 19, the modified device of Wales does not positively disclose 
the material of the front surface of the stripping element, however, as claim 19 leaves 
the actual material open to selection, no particular material is being positively claimed. 
It is shown from at least the drawings that the bottom or front surface of the stripping 
element is flat and engages with the flat surface of the workpiece. Therefore, Wales 
anticipates the language of the claim where the front surface is matched to a shape of 
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the workpiece surface. The limitation that the material is machined is a broad product 
by process limitation, where not only could several manufacturing options be considered 
as machining processes, but that these processes do not define over the structure of 
the prior art. Even though the product by process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) 

In regards to claim 20, the modified device of Wales discloses wherein the at 
least one fastening piece (screw, 60) is for detachably fastening the stripping device to 
the cutting tool. 

In regards to claim 21 , the modified device of Wales discloses wherein the spring 
elastic element (41) surrounds the cutting element (66). 

In regards to claim 23, the modified device of Wales discloses wherein the 
stripping element (65/ Taylor 27) has a curved front surface (see Taylor Fig. 4). 

In regards to claim 24, the modified device of Wales discloses wherein the front 
surface has a non-zero bevel angle (as shown by Vlahek, Hugo and Blais) 

In regards to claim 25, the modified device of Wales discloses wherein the front 
surface comprises a first surface portion at a non-zero angle to a second surface portion 
(as provided for by the bevel angle modification as taught by Vlahek, Hugo and Blais). 
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In regards to claim 27, the modified device of Wales discloses wherein the front 
surface is capable of being shaped in accordance to a shape of the workpiece. The 
workpiece is not being claimed, and the punch is capable of punching a workpiece 
having the same shape as the punch. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wales 
(U.S. Patent 2,1 68,377) in view of Taylor (U.S. Patent 2,760,574). 

In regards to claim 4, the modified device of Wales does not disclose wherein the 
stripping element (65/ Taylor 27) has a cross-sectional shape with three straight sides 
and one curved side. However, the modified device of Wales does detail a stripping 
element with a cross sectional shape that does not permit its rotation relative to the 
guide element. There are numerous, almost an infinite number of plausible shapes that 
do not have rotational symmetry what would not permit the stripping element to rotate 
relative to the guide element. The particular shape as disclosed by the instant invention 
comprising a cross-sectional shape with three straight sides and one curved side is not 
critical to the non-rotational aspect. It would have been an obvious matter of design 
choice to make the different portions of the cross-sectional shape of the stripping 
element of whatever form or shape was desired or expedient. A change in form or 
shape is generally recognized as being within the level of ordinary skill in the art, absent 
any showing of unexpected results. In re Daileyetal., 149 USPQ 47. 
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7. Claims 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wales 
(U.S. Patent 2,168,377) in view of Taylor (U.S. Patent 2,760,574) and in further view of 
Vlahek (U.S. Patent 4,428,262), Hugo (U.S. Patent 4,246,815) and Blais (U.S. Patent 
3,465,634). The modified device of Wales does not disclose that the front surface has a 
bevel angle between 5 and 10 degrees. However, as previously discussed, Blais 
discloses that this feature is not a critical aspect of the surface. Furthermore, both 
Vlahek and Hugo disclose a slight beveled curvature, implying a small bevel angle. 
Therefore, although neither Vlahek, Hugo, or Blais specifically detail a 5 to 10 degree 
angle, as the feature is not critical to the design and as the feature appears to be shown 
by at least Vlahek and Hugo, it would have been obvious to one having ordinary skill in 
the art at the time of the invention as an obvious matter of design choice to have made 
the bevel angle between 5 and 10 degrees, since such a modification would have 
involved a mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA1955). 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-5, 7-9, 11-12, 14-15, 17-20, and 
24-27 have been considered but are moot in view of the new ground(s) of rejection. 



Conclusion 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAURA M. LEE whose telephone number is (571)272- 
8339. The examiner can normally be reached on Monday through Friday, 8:00am to 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on (571) 272-4502. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Laura M Lee/ 
Examiner, Art Unit 3724 
7/19/2010 



